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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed Septenber 22, 1994. Ac-
cording to appellants, the application is a continuation of
Application 07/866, 723, filed April 10, 1992, abandoned.
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Bef ore THOVAS, BARRETT and FLEM NG, Adm ni strati ve Patent
Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of clains 1, 7 and 15, all of the clains pending in the
present application. Cains 2 through 6, 8 through 14, 16 and
17 have been cancel ed.

The invention is directed to a nethod for broadcast-
ing a data set distributed over various processors on a nmulti-
processor ring so that every processor will contain the com
pl ete data set.

The i ndependent claim1 is reproduced as foll ows:

1. A nmethod of redistributing a data set having
data subsets distributed in a ring of processors, the ring of
processors being interconnected with bi-directional |inks such
that each processor in the ring is connected for data trans-

m ssi on to nei ghboring processors in both directions around

the ring, the bi-directional |inks having an interconnection
bandw dt h, said nethod conprising the steps of:
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(a) transmtting | ocal data subsets sinultaneously
in both directions of the ring sinultaneously fromall proces-
sors in the ring; and

(b) transmitting foreign data subsets in a direction
of travel of the foreign data subsets around the ring until
all processors in the ring have received the data set, whereby
a redistribution of the distributed data subsets that satu-
rates the interconnection bandw dth, mnimzes the nunber of
oper ati ons, passes data the m ni mnum di stance necessary, and
m nimzes buffer nmenory requirenents i s achieved.

The Exami ner relies on the follow ng references:

Neches et al. (Neches) 4,412, 285 Cct. 25,
1983
Allen et al. (A len) 4,663, 706 May 5,
1987
Childs et al. (Childs) 5, 250, 943 Cct. 5,
1993
Cok 5, 432, 909 July 11,
1995

Clainms 1, 7 and 15 stand rejected under 35 U S. C
8§ 112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter which the appellants
regard as their invention. Cains 1, 7 and 15 stand rejected

under
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35 U.S.C. 8 103 as being unpatentable over Allen in view of
Childs and Neches. |In the Examner's answer, the Exam ner set
forth a new ground of rejection in which clainms 1, 7 and 15
stand rejected under the judicially created doctrine of
obvi ousness- type doubl e patenting over clainms 1 and 3 of Cok.
However, in a letter dated May 14, 1996, the Exam ner wth-
draws the doubl e patenting rejection because of the Appel -
lants' filing of a termnal disclainer.

Rat her than reiterate the argunents of Appellants
and the Examner, reference is nmade to the briefs? and answer

for the respective details thereof.

OPI NI ON

After careful consideration, we will sustain the

rejection of clains 1, 7 and 15 under 35 U.S.C. § 112. How

2Appel lants filed an appeal brief on Decenber 11, 1995.
W will refer to this appeal brief as sinply the brief.
Appel lants filed a reply appeal brief on April 29, 1996. W
will refer to this reply appeal brief as the reply brief. The
Exam ner stated in the Examner’'s letter dated May 14, 1996
that the reply brief has been entered and consi dered but no
further response by the Exami ner is deened necessary.
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ever, we will not sustain the rejection of clains 1, 7 and 15
under
35 U.S.C. § 103.

Analysis of 35 U S.C. 8§ 112, second paragraph,
shoul d begin with the determ nati on of whether clains set out
and circunscribe the particular area wwth a reasonabl e degree
of precision and particularity; it is here where definiteness
of the | anguage nust be anal yzed, not in a vacuum but al ways
in light of teachings of the disclosure as it would be inter-

preted by one possessing ordinary skill in the art. 1Inre
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977),
citing In re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238
(CCPA 1971). Furthernore, our review ng court points out that
a claimwhich is of such breadth that it reads on subject
matter disclosed in the prior art is rejected under 35 U S. C
8§ 102 rather than under 35 U S.C. 8§ 112, second paragraph.

See In re Hyatt, 708 F.2d 712, 715,

218 USPQ 195, 197 (Fed. Cr. 1983) and In re Borkowski, 422

F.2d 904, 909, 164 USPQ 642, 645-46 (CCPA 1970).
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Appel lants' clainms 1, 7 and 15 recite "whereby a

redi stribution of the distributed data subsets that

m nimzes the nunber of operations, passes data the m ni nmum
di stance necessary, and mnimzes buffer nenory requirenents
is achieved.” On pages 8 and 9 of the answer, the Exam ner
argues that Appellants’ clains are indefinite because they do
not previously set forth the operations, the m ni num di stance
and buffer nmenory requirenents.

Appel l ants argue in the reply brief that since a
whereby clause is considered to be nerely an enbellishnent on
the claimto aid understanding, the proper stance for the
Exam ner to take is to give no patentable weight to statenents
made in the whereby clause. Appellants argue that it is
i nproper to reject the clai mbecause specific terns in the
wher eby cl ause are not found in the body of the claim

However, Appellants' argunent does establish that
the claimlanguage is indefinite. The proper determ nation

under
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35 U.S.C. 8§ 112, second paragraph, is whether Appellants’
clainms set out and circunscribe the particular area with a
reasonabl e degree of precision and particularity. W find
that Appellants’ claimlanguage as recited in clains 1, 7 and
15 does not set out and circunscribe the particular area with
a reasonabl e degree of precision and particularity in that the

| anguage sets forth "the

nunmber of operations,” "the m ninmum di stance"” and "buffer
menory requirenents” w thout any antecedent basis in the
cl ai ns.

The Exam ner al so appears to argue that the whereby
clause is setting forth a function without the claimsetting
forth sufficient structure to support the function. W remnd
the Exam ner that the clains before us are nethod clainms and
not apparatus clains. Thus, in order to determine if the
claimis definite, we nust determne if the nethod steps
recited in the clainms can provide the functions recited in the

Appel | ants' whereby cl ause when viewed in |light of Appellants'
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di scl osure. After a careful review of Appellants' disclosure,
we find that the nethod steps as recited in Appellants' clains
1, 7 and 15 are sufficient to provide the functions as recited
i n Appel l ants' cl ai med whereby cl ause.

In regard to the Exam ner’s rejection of clainms 1, 7
and 15 under 35 U . S.C. 8 103, The Exam ner has failed to set
forth a prima facie case. It is the burden of the Exami ner to
establ i sh why one having ordinary skill in the art would have
been led to the clained invention by the express teachings or
suggestions found in the prior art, or by inplications con-

tained in such teachings or suggestions. In re Sernaker, 702

F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).

Appel l ants argue in the brief and reply brief that
there would be no reason to conbine the teaching of Allen, a
ring multiprocessor conmunication network with Childs, a
mul ti-stage broadcast network and Neches, a tree-connected
network. W agree. The Federal Circuit states that "[t]he
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the
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nodi fication." In re Fritch, 972 F.2d 1260, 1266 n. 14, 23
UsPQ2d 1780, 1783-84 n.14 (Fed. GCr. 1992), citing Inre
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G
1984). The Exami ner has failed to show that the prior art
woul d have suggested to those skilled in the art any reason to
make the proposed nodification to Allen. Therefore, we wll
not sustain the Examner's rejection of clains 1, 7 and 15
under 35 U.S.C. § 103.

In view of the above, we affirmthe Exam ner’s
deci sion that Appellants’ clainms 1, 7 and 15 are properly
rejected under 35 U.S.C. § 112, second paragraph, but we
reverse the Examiner’s decision that Appellants’ clains 1, 7
and 15 are properly rejected under 35 U S.C. §8 103. There-

fore, the Exam ner’s decision is affirned.

No tinme period for taking any subsequent action in
con- nection with this appeal may be extended under 37 CFR 8§
1.136(a).

AFFI RVED



Appeal No. 96-2692
Application 08/310, 892

JAVES D. THOVAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
LEE E. BARRETT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
)
)
M CHAEL R FLEM NG )
Adm ni strative Patent Judge )
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Thonas H. d ose

Patent Legal Staff
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